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This is an appeal fromthe final rejection of clains 1 to
8 and 10 to 12. Cdaim9 has been cancelled. These are the only
clainms in the application.

The invention is directed to a surgical instrunment which has
an outer cannula of tubular shape which is sized for insertion
into a body. The outer cannula has a cutting opening at its
distal end and is supported by a handpiece at its proximal end.
The instrunment further conprises an inner cannula which is
slidably and concentrically disposed within the central barrel of
the outer cannula. The inner cannula reciprocates inside the
outer cannula and by reciprocation cuts tissue that protrudes
t hrough the opening in the outer cannula. |In the first
enbodi nment, the inner cannula has a hinge nmeans to permt the
cutting head to pivot slightly to give closer cutting. 1In the
second enbodi nent, the body portion which extends fromthe
cutting head to the connecting neans on the handpi ece is defined
by an arc segnent of preferably 70 to 80E. The arc segnent gives
the benefit of the hinge nmeans of the first enbodi nent.

Claiml is further illustrative of the clai ned subject
matter and is appended to this decision.

The reference of record relied upon by the exam ner as

evi dence of anticipation is:
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Hayafuji et al. (Hayafuji) 5,106, 364 Apr. 21, 1992

The exam ner has rejected clainms 1 through 8 and 10 to 12
under 35 U.S.C. 8 102(b) as anticipated by Hayafuji. According
to the exam ner, Hayafuji in Figure 14 discloses the clainmed
i nvention.

Pursuant to 37 CFR 8 1.192(c)(7), the appellant states that
the clains are to stand and fall in two groups. Goup 1 consists
of clains 1 through 8 and Group 2 consists of clains 10 to 12.
Accordingly, we wll Iimt our consideration to clains 1 and 10.

CPI NI ON

We have carefully reviewed the rejection on appeal in |ight
of the argunments of the appellants and the examner. As a result
of this review, we have determ ned that the clains on appeal are
not anticipated by the Hayafuji reference. Therefore, the
rejection of the clains on appeal wll be reversed.

Additionally, pursuant to 37 CFR 8 1.196(b), this Board enters a
rejection of clainms 10 through 12 under 35 U. S.C. § 112, second
par agr aph.

The inherent teaching of a prior art reference, a question
of fact, arises both in the context of anticipation and

obvi ousness. See In re Gasselli, 713 F.2d 731, 739, 218 USPQ

769, 775 (Fed. Cr. 1983). In relying upon the theory of
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i nherency, the exam ner must provide a basis in fact and/or
techni cal reasoning to reasonably support the determ nation that
the all eged inherent characteristic necessarily flows fromthe

teachings of the applied prior art. See In re King, 801 F.2d

1324, 1326, 231 USPQ 136, 138 (Fed. Cir. 1986).

Wth regard to claiml1l, we are of the view that the exam ner
has not provided factual evidence or technical reasoning to show
that the arcuate connecting region in Figure 14 of Hayafuji
necessarily has the characteristic of a hinge portion. 1In a
situation such as this wherein there is a nmere possibility that
the prior art reference functions as clained, the exam ner has
not di scharged his or her initial burden of proving inherency.

Furthernore, with respect to claiml, we note that it is
al t oget her unclear fromthe Hayafuji reference and particularly
Figure 14, which the exam ner references, as to whether the
smal l est width (as defined by appellant in the claim of the bow
tie openings 180a is less than the |l ength (as defined by
appellant in the claim of the cutting head, i.e., the first
annul ar portion on the inner cannula of Hayafuji. This is one of
appel lant’s argued differences in the appeal brief, and it is not
addressed at all by the exam ner in the examner’s answer. It is

our determination that there is little evidence this clai ned
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di mensional relationship is satisfied by the Hayafuji reference.

Regardi ng claim 10, we have entered a rejection of this
claimunder 35 U.S.C. §8 112, second paragraph, infra. However,
to the extent that claim 10 is understood, we reverse the 35
US C 8 102 rejection thereof. W note that Figure 14 of
Hayafuji appears to satisfy the limtation in claim10 of said
body portion being defined by an arc segnent of |ess than 180E
However, with respect to the unaddressed dinensional limtation,
just as with respect to claiml, the examner has provided little
evi dence that Hayafuji satisfies this argued limtation.
Therefore, to the extent that the claimis understood, it is
clear that Hayafuji is not anticipatory thereof.

Pursuant to 37 CFR 8 1.196(b), clains 10 through 12 are
rejected for failure to conply with the second paragraph of
35 U S C § 112.

The test of whether a claimconplies with 8 112, second
par agraph, is:

whet her the clai m|anguage, when read by a person of

ordinary skill in the art in light of the

specification, describes the subject matter with

sufficient precision that the bounds of the clained

subject matter are distinct.

In re Merat, 519 F.2d 1390, 1396, 186 USPQ 471, 476 (CCPA 1975).

We note that in the ultimte subparagraph of claim 10, the claim
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states "further wherein said cutting head portion pivots about
said hinge portion . . . ." Therefore, we are unable to
det erm ne whet her appellant intended to recite that a portion of
the body portion acts as a hinge, or whether appellant intended
to recite no hinge whatsoever and rely on the structure of the
limted arc segnent alone in defining the invention of the second
enbodi nent. As noted above, in these circunstances, we are
unabl e to determ ne the bounds of the clained invention.
SUMVARY

The rejection of claims 1 through 8 and 10 to 12 under
35 U.S.C. 8§ 102 has been reversed. Pursuant to 37 CFR
8§ 1.196(b), the Board has entered a rejection of clainms 10
t hrough 12 under 35 U.S.C. § 112, second paragraph.

Any request for reconsideration or nodification of this
deci sion by the Board of Patent Appeals and Interferences based
upon the sanme record nmust be filed within one nonth fromthe date
of the decision. 37 CFR § 1.197. Should appellant elect to have
further prosecution before the exam ner in response to the new
rejection under 37 CFR 8§ 1.196(b) by way of amendnent or show ng
of facts, or both, not previously of record, a shortened
statutory period for maki ng such response is hereby set to expire

two nonths fromthe date of this decision
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No tinme period for taking any subsequent action in

connection wth this appeal

§ 1.136(a).

REVERSED 37 CFR § 1. 196(Db)

WLLI AM E. LYDDANE
Adm ni strative Patent Judge

WLLIAM F. PATE, |11
Adm ni strative Patent Judge

LAWRENCE J. STAAB
Adm ni strative Patent Judge
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APPENDI X

1. A surgical cutting instrunent for use in cutting tissue
wi thin an anatom cal space, conprising:

an outer tubular nmenber sized for percutaneous insertion
into the anatom cal space, said outer tubular menber defining a
central bore along the length of said outer tubular nenber and
having a proxi mal end and a distal end, said outer tubular menber
further defining a cutting opening having a first cutting edge
adj acent said distal end and sized to receive tissue
t her et hrough, said cutting opening having a w dth di nensi on al ong
the length of said outer tubular nenber;

a handpi ece for supporting said outer tubular nenber at said
pr oxi mal end;

a cutting nenber slidably disposed within said central bore
of said outer tubular nmenber, said cutting nenber including:

a tubular cutting head portion defining an end opening and a
second cutting edge at said end opening, said cutting head
portion having a |l ength dinension along the length of said
cutting nenber that is at |east equal to said w dth dinension of
said cutting opening;

a tubul ar body portion extending through said central bore
froma distal end adjacent said cutting head portion to a
proxi mal end adj acent said handpi ece, wherein said head portion
and said body portion have substantially the sane outer dianeter,
whi ch outer dianeter is sized relative to the inner dianeter of
said outer tubular nmenber to provide a close running fit; and

a hinge portion connecting said cutting head portion with
said body portion to permt pivoting of said cutting head portion
relative to said body portion; and

connecting nmeans within said handpi ece for connecting said
body portion of said cutting nmenber to a source of reciprocating
nmotion to reciprocate said cutting nmenber within said outer
t ubul ar nenber so said second cutting edge traverses said first
cutting edge,
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wherein said cutting head portion pivots about said hinge
portion toward said cutting opening when said cutting head
contacts tissue within said outer tubular menber to form an
essentially zero clearance between said second cutting edge and
said first cutting edge as said cutting nmenber is advanced toward
said distal end of said outer tubular nenber.

10



Appeal No. 96-2294
Application 08/ 278,558

M chael D. Beck

WOODARD, EVHARDT, NAUGHTON, MORI ARTY AND NETT
111 Monument Circle, Suite 3700

| ndi anapolis, I N 46204

11



